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High Court May Make TTAB Proceedings More
Important
Law360, New York (December 02, 2014, 9:34 PM ET) -- On Dec. 2,
2014, the U.S. Supreme Court heard oral arguments in B&B
Hardware Inc. v. Hargis Industries Inc. et al.[2], a highly anticipated
trademark case that could have wide-reaching effects for trademark
owners and practitioners alike. The questions presented were (1)
whether a finding of likelihood of confusion by the Trademark Trial
and Appeal Board in an opposition proceeding precluded the
unsuccessful trademark applicant from relitigating that issue in
subsequent trademark infringement litigation and (2) whether, if
issue preclusion does not apply, the district court was obliged to
defer to the TTAB’s finding of a likelihood of confusion.

The parties to the case have been engaged in battle over these
marks for nearly 20 years. In 1993, B&B was granted registration of
its mark “Sealtight” for metal fasteners and related hardware by the
USPTO. In 1996, Hargis applied to register the mark “Sealtite” for its line of fasteners. In 1998,
B&B filed an infringement action against Hargis, while Hargis’ trademark application was pending,
and the jury found that B&B’s mark was merely descriptive. See B&B Hardware Inc. v. Hargis
Indus. Inc., 252 F.3d 1010 (8th Cir. 2001). Hargis thereafter sought to cancel B&B’s trademark
registration based on the jury verdict, but the TTAB found that Hargis had failed to raise the
descriptiveness argument in a timely manner and rejected Hargis’ cancellation challenge. Prior to
the TTAB’s rejection of Hargis’ challenge, the USPTO published Hargis’ trademark for opposition
and B&B timely opposed the registration in 2003.

B&B’s opposition centered on the claim that Hargis’ "Sealtite" mark was confusingly similar to
B&B’s existing "Sealtight" registration. Specifically, B&B alleged that Hargis’ mark "Sealtite," as
used in connection with its fasteners, so resembled B&B’s mark "Sealtight" as to be likely to cause
confusion. Both parties presented evidence to the TTAB on the likelihood of confusion issue. After
weighing all of the evidence presented by the parties, the TTAB refused Hargis’ registration of the
"Sealtite" mark, on the grounds that its mark as used in connection with its fasterners so
resembled B&B’s "Sealtight" mark as to be likely to cause confusion.

Thereafter, a second trademark infringement action was initiated by B&B against Hargis, but that
was dismissed based on the jury’s findings in the prior trial. The Eighth Circuit reversed the
dismissal on the grounds that the prior jury had not decided the “likelihood of confusion” issue.
B&B moved for summary judgment on the basis of issue preclusion based on the TTAB’s ruling.
The district court denied the request for summary judgment. The district court also instructed the
jury to ignore TTAB’s ruling. The Eighth Circuit affirmed the district court’s rulings and found that
issue preclusion does not apply as the standard for likelihood of confusion standard used by the
TTAB was different to the standard used by the district court. The Supreme Court granted cert.

During oral argument before the Supreme Court, many of the questions from the court centered
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on whether TTAB proceedings were sufficiently “similar” to trademark infringement litigation in
federal district court to warrant issue preclusion. Some justices noted that administrative
proceedings were expected to be as expeditious as possible. Other justices, however, questioned
whether proceedings before the TTAB should be lumped into that category, given that any
unsuccessful party before the TTAB had the right to appeal the TTAB’s decision to a district court
or the Federal Circuit for de novo review. Such a right would hardly, of necessity, guarantee that
trademark disputes before the TTAB are resolved expeditiously. To the contrary, inter partes
proceedings before the TTAB, which are subsequently appealed to a district court or the Federal
Circuit, could take longer to conclude than trademark infringement matters first initiated in the
federal district courts.

In the end, the questions from the court did not reveal a clear consensus as to whether there
were sufficient differences between TTAB proceedings and trademark infringement litigation
weighing against the application of issue preclusion.

The court seemed to have difficulty following the argument raised by counsel for Hargis, namely
that the likelihood of confusion analysis conducted by the TTAB was either substantively or
qualitatively different than the likelihood of confusion analysis that would be undertaken in a
federal trademark infringement action. Most of the justices appeared to view the analyses as
being largely the same. If a party proves at the TTAB that a mark used on a product is likely to
cause confusion with another mark being used on another product, then that same party need not
have to prove that a second time in a subsequent trademark infringement case.

The outcome of the Supreme Court’s decision could have a significant effect on the way TTAB
proceedings are litigated, as well as the relative importance parties place on such proceedings. If
TTAB decisions are ultimately held to have a preclusive effect in subsequent trademark
infringement litigation, then gone are the days when parties will treat these proceedings as
inconsequential administrative decisions, only affecting a party’s right to registration — not use.
Trademark owners and practitioners alike will thus be watching closely to determine if their rights
to use a mark could have already been decided in a battle over registration.         

—By Roger N. Behle Jr., Foley Bezek Behle & Curtis LLP

Roger Behle is a partner with Foley Bezek in Costa Mesa, California, and chairs the firm's
intellectual property department.

DISCLOSURE: The author was lead trial counsel for B&B Hardware Inc. in its successful
opposition to Hargis Industries Inc.'s attempt to register the mark "Sealtite" before the
TTAB in 2007. That TTAB decision was the basis of the issue preclusion analysis taken
up by the Supreme Court on Dec. 2, 2014.
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